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Art Unit: 3672 

DETAILED ACTION 
Claim Objections 

1. Claims 14-18 are objected to because of the following informalities: the claims all 
depend from claim 14 (even claim 14 itself), although it appears that the applicant meant for thse 
claims to depend from claim 13. Appropriate correction is required. 



Claim Rejections - 35 USC§103 

2. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

3. Claims 1-4 and 7 are rejected under 35 U.S.C. 103(a) as being unpatentable over US 
patent 6,508,516 to Kammerer in view of US patent 5,931,542 to Britzke et al. 

Regarding claim 1, Kammerer teaches in Fig. 1 a cutter tool that comprises: 
• A tool holder 20 including a holder surface 22 having a bore 21 extending 
rearward through the holder surface 22, a relieved portion surrounding the bore 
and defining an inner edge of the holder surface (one can clearly see the relieved 
portion tapering down from surface 22 into the bore 21), and an outer edge spaced 
form the bore 21; 
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• a cutting bit 1 1 including a body having a front cutting tip 12, a rearward 
projecting shank 14 rotatably mounted in the bore, and a rearward facing bit 
shoulder below collar 13 disposed at a front end of the shank 14, wherein the 
shank 14 is rotationally symmetric about a longitudinal axis 18 of the bit 12; and 

• a washer 30 is disposed between the bit shoulder and the holder surface 22, the 
washer comprising a front surface 32 including a portion in sliding engagement 
with the bit shoulder, a back surface 3 1 contacting the holder surface 22, an inner 
bore receiving the shank, and an axially asymmetric lip 33 joining outer 
perimeters of the front and back surfaces, the lip 33 engaging a portion of the 
holder surface outer edge 25 so as to inhibit rotation of the washer relative to the 
holder surface 22 (see col. 2, lines 60-67). 

However, Kammerer does not teach that the washer 30 includes an axially symmetric protruding 
portion received in the relieved portion of the tool holder bore 21 to inhibit lateral motion 
between the washer and the holder. 

Britzke et al teach a cutter tool with a washer that is prevented from rotating similar to 
that of Kammerer. In addition, Britzke et al teach that the washer 50 has an axially symmetric 
protruding portion 54 received in the relieved portion 14 of the tool holder bore 20 to inhibit 
lateral motion between the washer and the holder (see Figs. 1-3 and col. 3, lines 12-30). It would 
have been obvious to one of ordinary skill in the art, having the teachings of Kammerer and 
Britzke et al before him at the time the invention was made, to modify the washer taught by 
Kammerer to include the axially symmetric protruding portion of Britzke et al, in order to obtain 
a washer that has further wear reduction. One would have been motivated to make such a 
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combination since Britzke et al has shown it to be notoriously known in the art to use a washer 
with an axially symmetric protruding portion between a bit shoulder and a holder to inhibit 
lateral motion between the washer and the holder, and because the combination would provide a 
back-up means for limiting the rotation and movement of the washer, i.e., if lip 33 of Kammerer 
were to break, then the protruding portion 54 of Britzke et al would continue to limit the rotation 
and movement of the washer. 

Regarding claim 2, the combination teaches the cutter tool of claim 1 that further 
comprises a sleeve 40 surrounding the shank 36 including a forward edge confronting the back 
surface of the washer to retain the washer on the cutting bit adjacent to the rearward facing bit 
shoulder (see Figs. 3-6, and col. 3, lines 41-67 of Britzke et al). 

Regarding claims 3 and 4, the combination teaches the cutter tool of claim 1 wherein the 
lip 33 is a linear rearward extension along an outer edge of the back surface 3 1 of the washer 30 
(see Fig. 1 of Kammerer). 

Regarding claim 7, the combination teaches the cutter tool of claim 1 wherein the washer 
has a front surface with an inner tapered portion 54 (see Figs. 1 and 3 of Britzke et al). However, 
it is not expressly taught that the front surface includes an outer tapered portion. At the time the 
invention was made, it would have been obvious to one of ordinary skill in the art to also have 
the outer edge of the washer tapered in order to provide a washer with smooth edges all around. 
4. Claims 5 and 6 are rejected under 35 U.S.C. 103(a) as being unpatentable over Kammerer 
in view of Britzke et al as applied to claim 1 above, and further in view of US patent 4,380,413 
to Dewey or in view of US patent 2,613,964 to Hocher. 
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The combination applied to claim 1 above teaches a circular washer with a lip extending 
from one edge for inhibiting rotation of the washer. However, the combination is silent with 
regard to varying the shape of the washer, including making the washer elliptical. Dewey 
teaches a washer that can be square, round, or elliptical (see col. 4, lines 7-10). Hocher teaches 
an elliptical washer, although it is further taught that the outline is not important (see Fig. 7 and 
col. 6, lines 20-24 of Hocher). At the time the invention was made, it would have been obvious 
to one of ordinary skill in the art to change the shape of the washer taught by the combination to 
an ellipse or rectangle since Dewey and Hocher have shown that changing the shape of a washer 
was a practice notoriously known in the art. 

5. Claims 8-12 are rejected under 35 U.S.C. 103(a) as being unpatentable over Kammerer in 
view of Hocher. 

Regarding claim 8, Kammerer teaches in Figure 1 a cutter assembly comprising a cutting 
bit 1 1 and a washer 30, the cutting bit comprising a body forming a forward cutting tip 12, a 
rearward extending shank 14, and a rearward facing bit shoulder below collar 13 disposed at a 
forward end of the shank; the shank being rotationally symmetric about a longitudinal axis of the 
cutting bit, the washer including an inner edge defining a central hole receiving the cutting bit 
shank, a front surface 32 and a back surface 3 1 joined by an outer edge, the front surface 
including an outer inherently tapered portion and an inner tapered portion (inherent because the 
outer edge of the washer could be tapered in order to provide a washer with smooth edges all 
around), both tapered portions tapering away from a circular line in sliding contact with the 
rearward facing bit shoulder, and an outer edge including an asymmetric lip 33 for engaging an 
outer shoulder of a holder to inhibit rotation of the washer relative to the holder (see col. 2, lines 
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60-67). However, it is not expressly taught that the outer edge of the washer has an angularly 
variable radius. 

Hocher teaches a washer with an inner edge defining a central hole similar to that of 
Kammerer. It is further taught that the outer edge of the washer 16 has an angularly variable 
radius, i.e., in the form of an ellipse (see Fig. 7). It would have been obvious to one of ordinary 
skill in the art, having the teachings of Kammerer and Hocher before him at the time the 
invention was made, to modify the washer taught by Kammerer to include the elliptical shape of 
Hocher. One would have been motivated to make such a combination since Hocher has shovra it 
to be notoriously known in the washer art to substitute elliptical washers for circular ones. 

Regarding claim 9, the combination teaches the cutter tool of claim 8 that further 
comprises a sleeve 15 surrounding the shank 14 including a forward edge confronting the back 
surface of the washer to retain the washer on the cutting bit adjacent to the rearward facing bit 
shoulder (see Figs. 1-2, and col. 2, lines 29-42 of Kammerer). 

Regarding claim 10, the combination teaches the cutter tool of claim 9 wherein the 
washer 30 includes a smooth inner bore that facilitates the rotation of the cutting bit relative to 
the washer (see Figs. 1-2 of Kammerer wherein dashed lines show a smooth inner bore in the 
washer). 

Regarding claim 1 1, the combination teaches the cutter tool of claim 10 wherein the lip 
33 is a linear rearward extension along an outer edge of the back surface 3 1 of the washer 30 (see 
Fig. 1 of Kammerer). 
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Regarding claim 12, the combination teaches the cutter tool of claim 10 wherein the back 
surface of the washer includes an axially symmetric protruding portion 19 for inherently 
inhibiting lateral movement of the washer (see Fig. 8 of Hocher). 

6. Claims 13-15 and 18 are rejected under 35 U.S.C. 103(a) as being unpatentable over US 
patent 6,1 13,195 to Mercier et al in view of Hocher. 

Regarding claim 13, Mercier et al teach a washer 40a comprising a front surface 44a and 
a back surface 48a, an inner edge 56 connecting the front and back surfaces and defining a 
central hole about an axis A passing through the central hole, an outer asymmetric edge 50, the 
back surface including an annular protrusion 60 immediately surrounding the central hole and 
the front surface including a ring shaped elevated portion 44a between the inner and outer edges 
(see Figs. 3-4 and col. 3, lines 45-61). It is not expressly taught that the outer edge is of an 
angularly variable radius from the axis connecting the front and back surfaces. 

Hocher teaches a washer with an inner edge defining a central hole similar to that of 
Mercier et al. It is further taught that the outer edge of the washer 16 has an angularly variable 
radius, i.e., in the form of an ellipse (see Fig. 7). It would have been obvious to one of ordinary 
skill in the art, having the teachings of Mercier et al and Hocher before him at the time the 
invention was made, to modify the washer taught by Mercier et al to include the elliptical shape 
of Hocher. One would have been motivated to make such a combination since Hocher has 
shown it to be notoriously known in the washer art to substitute elliptical washers for circular 
ones. 
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Regarding claim 14, the combination teaches the cutter tool of claim 13 wherein the 
washer 40a includes a smooth inner bore 56 that facilitates the rotation of the cutting bit relative 
to the washer (see Figs. 3-4 of Mercier et al). 

Regarding claim 15, the combination teaches the cutter tool of claim 13 wherein the outer 
edge may be rectangular (see col. 6, lines 20-24 of Hocher). 

Regarding claim 18, the combination teaches the cutter tool of claim 13 wherein the ring 
shaped elevated portion of the front surface is defined by an outer tapered portion 50 and an 
inner tapered portion 56, both tapered portions tapering away from the ring shaped elevated 
portion (see Fig. 3 A of Mercier et al). 

7. Claims 16 and 17 are rejected under 35 U.S.C. 103(a) as being unpatentable over Mercier 
et al in view of Hocher as applied to claim 13 above, and further in view of Kammerer. 

The combination applied to claim 13 above teaches the washer with an outer edge and 
front and back surfaces. It is not expressly taught that the outer edge comprises a linear rearward 
extension, or lip, along an outer edge, or the major axis of the ellipse, of the back surface of the 
washer. 

Kammerer teaches a washer with an outer edge and front and back surfaces similar to that 
of the combination. It is further taught that a linear rearward extension, or lip, lies along an outer 
edge of the back surface of the washer (see Fig. 1). It would have been obvious to one of 
ordinary skill in the art, having the teachings of the combination and Kammerer before him at the 
time the invention was made, to modify the washer taught by the combination to include the lip 
of Kammerer and to place it on the major axis of the elliptical outer edge, in order to obtain 
limited rotation of the washer, as taught by Kammerer, One would have been motivated to make 
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such a combination since Kammerer has shown it to be notoriously known in the washer art to 
add a lip for this purpose. 



Double Patenting 

8. The nonstatutory double patenting rejection is based on a judicially created doctrine 
grounded in public policy (a policy reflected in the statute) so as to prevent the unjustified or 
improper timewise extension of the "right to exclude" granted by a patent and to prevent possible 
harassment by multiple assignees. See In re Goodman, 1 1 F.3d 1046, 29 USPQ2d 2010 (Fed. 
Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 
F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 
1970);and, In re Thorington, 418 F.2d 528, 163 USPQ 644 (CCPA 1969), 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) may be used to 
overcome an actual or provisional rejection based on a nonstatutory double patenting ground 
provided the conflicting application or patent is shown to be commonly owned with this 
application. See 37 CFR 1.130(b). 

Effective January 1, 1994, a registered attorney or agent of record may sign a terminal 
disclaimer. A terminal disclaimer signed by the assignee must fully comply with 37 
CFR 3.73(b). 

9. Claims 1-18 are rejected under the judicially created doctrine of obviousness-type double 
patenting as being unpatentable over claims 1-17 of U.S. Patent No. 6,692,083. Although the 
conflicting claims are not identical, they are not patentably distinct from each other because the 
current limitation of an axially symmetric protruding portion, or protrusion, is similar in function 
to the limitation of an axially symmetric tapered surface of the patented claims. 



Conclusion 

10. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. Ikeda et al teach another washer of interest. 

1 1 . Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Shane Bomar whose telephone number is 703-305-4849. The 
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examiner can normally be reached on Monday - Thursday from 7:00am to 4:30pm. The 
examiner can also be reached on alternate Fridays. NOTE: After 03/3 1/2005, the examiner's 
telephone number will change to 571-272-7026, 

If attempts to reach the examiner by telephone are unsuccessfiil, the examiner's 
supervisor, David Bagnell can be reached on 703-308-2151. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private 
PAIR system, contact the Electronic Business Center (EEC) at 866-21 7-9 197itoll-free). 




'David J. Bagn^l 
Supervisory Patent Examiner 
Art Unit 3672 



tsb p^<f<J 
Marcni5, 2005 




